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DETAILED ACTION 

1 . In view of the Appeal Brief filed on 1/6/09, PROSECUTION IS HEREBY 
REOPENED. A new ground of rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the following 
two options: 

(1 ) file a reply under 37 CFR 1 .1 1 1 (if this Office action is non-final) or a reply under 37 
CFR 1.113 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41.31 followed by an 
appeal brief under 37 CFR 41 .37 . The previously paid notice of appeal fee and appeal 
brief fee can be applied to the new appeal. If, however, the appeal fees set forth in 37 
CFR 41 .20 have been increased since they were previously paid, then appellant must 
pay the difference between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 
signing below: 



/John W Hayes/ 

Supervisory Patent Examiner, Art Unit 3628 
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Status of Claims 

2. Due to communications filed 1/6/09, the following is a non-final office action. 
Claims 18 and 51 are been cancelled. Claims 1-17, 19-50 and 52-67 are pending in 
this application and have been examined on the merits. The previous rejection has 
been withdrawn, and claims 1-17, 19-50 and 52-67 are rejected as follows. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-17, 18-27, 29-50, 52-60, 62-67 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Graves et al. (US 5,830,067), and further in view of Brenner et 
al. (US 6,099,409). 

As for Claim 1 : 

Graves et al. disclose a method for interactive wagering comprising: allowing a user to 
access an interactive wagering service to select desired wagering criteria (col. 4, lines 
17-42; col. 4, line 55- col. 5, line 21; col. 6, line 58 - col. 7, line 4; see Fig. 1); 



Application/Control Number: 09/516,428 Page 4 

Art Unit: 3628 

receiving data about a plurality, (Col. 4, lines 55-55, fetches and sends directory and 
schedule of all available games to the client); 

determining whether a desired wagering opportunity exists by comparing at least 
a portion of the received racing data to the wagering criteria, (Col. 4, line 55-Col. 5, line- 
18, and col. 7, lines 22-30, when client requests that he wants to purchase a chance, 
information accumulated into a Player Preference File, and used to customize 
information likely to be of value for client making wagers/deciding if results of game 
correlate with recorded cards/proxy machine makes decisions on how to wager based 
on information in Player Preference File and the ability to automatically make strategic 
game play decisions based on one or more of the criteria available); and 

using the interactive wagering application to automatically take a particular action 
(automatically placing a wager) in response to determining that desired wagering 
opportunity exists, where in the particular action comprises at least providing a 
notification to the user that the desired wagering opportunity exists (see Supra and Figs. 
1-4, in this case, the notification is represented by automatic wagering since when this 
occurs, the user knows that the wagering opportunity exists since wagering can not 
occur if the opportunity does not exist and also in Col. 6, line 58-Col. 7, line 4, providing 
free samples of the game) 

Graves et al does not specifically disclose interactive wagering on races and 
receiving racing data about a plurality of races, however does disclose a system that 
enables clients to participate in a game of chance even though a client is not present at 
the site of the game as shown in the abstract. 
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However, in col. 3, lines 35-39, Brenner et al. discloses involves off-track 
wagering systems and related processes where racing data such as the names and 
post positions of the runners that are in various races and the current odds and payoffs 
for those races are provided by a wagering facility. Since Brenner et al. and Graves et 
al. are both from the same filed of endeavor, the purpose disclosed by Brenner et al. 
would have been well recognized in the pertinent field of Graves et al. It therefore 
would be obvious to combine the teachings of Graves et al and Brenner et al to disclose 
interactive wagering on races and receiving racing data about a plurality of races. 

It would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to disclose interactive wagering on races and receiving racing data 
about a plurality of races with the motivation of showing that wagering for races can be 
incorporated into and used in a game of chance situation. 

- As for Claim 2: Graves et al. further discloses the method including using the 
application to provide the user with an opportunity to select which particular action is 
taken whenever the wagering criteria are satisfied (Id.); 

- As for Claim 3: Graves et al. further discloses the method including using user 
television equipment, using the application on the user television equipment to 
determine whether the wagering criteria are satisfied (see Col. 1, lines 27-33); 
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As for Claims 4-13, 37-46: 

Graves et al. discloses the invention as recited earlier but does not expressly disclose 
the invention including: 

providing the user with an opportunity to select a particular racetrack - Claims 4 and 37; 
to select a particular horse - Claims 5 and 38; to search for a desired horse 
with a remote control - Claims 6 and 39; to select a particular jockey - Claims 7 and 40; 
to select a particular trainer- Claims 8 and 41 ; to select a particular track surface - 
Claims 9 and 42; to select a particular race distance - Claims 10 and 43; to select a 
particular racing statistics - Claims 1 1 and 44; to select a particular silk color- Claims 1 2 
and 45; and to wager by odds for a horse change from that horse's morning line odds - 
Claims 13 and 46. 

Brenner et al. teaches, for a interactive wagering system for horse racing games, that 
the system allows the user to select a particular racetrack, a particular horse; to search 
for a desired horse with a remote control; to select a particular jockey, a particular 
trainer, a particular track surface, a particular race distance, a particular racing statistics, 
and a particular silk color; and to wager by odds for a horse change from that horse's 
morning line odds (see Figs. 3, 5, 8-28, 36-50 and the descriptions thereof). 
Since Brenner et al. and Graves et al. are both from the same field of endeavor, the 
purpose disclosed by Brenner et al. would have been well recognized in the pertinent 
field of Graves et al. 

Accordingly, it would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to modify the system of Graves et al. to play the horse 
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racetrack wagering (to select a particular racetrack, a particular...), as taught by Brenner 
et al., for the purpose of providing the user with the interactive wagering systems and 
related processes for off-track horse racing wagering in which a user terminal provides 
racing odds, pools, handicapping information, and other racing data. 



- As for Claim 14: Graves et al. further discloses the method including providing the user 
with an opportunity to select whether the action taken involves the automatic placing of 
a wager (col. 4, lines 17-42; col. 4, line 55 - col. 5, line 21; col. 6, line 58 - col. 7, line 4); 

- As for Claim 15: Graves et al. further discloses the method wherein the action taken 
involves the automatic placing of a wager, the method further including providing the 
user with an opportunity to select a wager amount and amount type (Id.); 

- As for Claim 16: Graves et al. further discloses the method wherein there are multiple 
sets of wagering criteria established by the user, each with an associated action to be 
taken (col. 2, lines 39-43, playing multiple games), the method further including 
providing the user with an opportunity to select a different wager amount and wager 
type for each of the multiple sets of wagering criteria (col. 2, line 63 - col. 3, line 7); 

- As for Claim 17: Graves et al. further discloses the method including providing different 



Application/Control Number: 09/516,428 Page 8 

Art Unit: 3628 

user interfaces with the wagering application for selecting different types of wagering 
criteria (Id.); 

As for Claims 19, 21-25: 

The modified method of Graves et al. further discloses the invention including: 
notifying the user by displaying a partial-screen overlay message on top of a screen 
(col. 2, lines 43-46 of Brenner et al.) - Claim 19; 

notifying the user via a wireless message (col. 7, lines 35-38 of Brenner et al.) - Claim 
21; 

notifying the user that the wagering criteria have been satisfied by displaying a message 
on the TV (col. 1, lines 13-15 of Brenner et al.) - Claim 22; 

providing a display screen containing a summary of which types of wagering criteria 
have been established (col. 3, lines 15-18 of Brenner et al.) - Claim 23; 
wherein the summary includes information on wager amounts and wager types that the 
user has established for use whenever various sets of wagering criteria are satisfied 
(col. 2, lines 47-53 of Brenner et al.) - Claim 24; and 

wherein the summary includes information on wager amounts and wager types that the 
user has established for use whenever various sets of wagering criteria are satisfied 
(col. 2, lines 47-53 of Brenner et al.) - Claim 25. 

- As for Claim 20: Graves et al. further discloses the method including notifying the user 
that the wagering criteria have been satisfied using an e-mail (col. 6, lines 22- 41); 
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- As for Claim 26: Graves et al. further discloses the method including using the 
wagering application to limit automatic wagering based on monetary wagering limits 
(see Fig. 3 and the description thereof); 

As for Claim 27: Graves et al. further discloses the method including providing 
the user with an opportunity to select a desired monetary wagering limit; and using 
the wagering application to limit automatic wagering based on the monetary 
wagering limit (Id.); 



As for Claim 29: 

Graves et al. discloses a method for interactive wagering comprising: 

allowing a user to select desired wagering criteria (col. 4, lines 17-42; col. 4, line 55 - 

col. 5, line 21 ; col. 6, line 58 - col. 7, line 4; see Fig. 1); 

determining whether a desired wagering opportunity exists; and 

automatically taking a particular action/ automatically providing a notification to the user 

that the horse is to run in the at least one race and placing a wager for the given horse 

in response to determining that the given horse is to run in the at least one race 

(automatically placing a wager) whenever the wagering criteria are satisfied (see Supra 

and Figs. 1-4, in this case, the notification is represented by automatic wagering since 

when this occurs, the user knows that the wagering opportunity exists since wagering 
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can not occur if the opportunity does not exist and also in Col. 6, line 58-Col. 7, line 4, 
providing free samples of the game). 

receiving racing data about a plurality of races, (Col. 4, lines 55-55, fetches and sends 
directory and schedule of all available games to the client);. 

However, Graves et al. does not expressly disclose the invention that allows the user to 
select a given horse, or making a determination if the given horse is to run in at least 
one race by comparing at least a portion of the receive racing data to an identification of 
the given horse. 

Brenner et al. teaches, for a interactive wagering system for horse racing games, that 
the system allows the user to select a particular racetrack, a particular horse; to search 
for a desired horse with a remote control; to select a particular jockey, a particular 
trainer, a particular track surface, a particular race distance, a particular racing statistics, 
and a particular silk color; and to wager by odds for a horse change from that horse's 
morning line odds (see Figs. 3,, 5, 8-28, 36-50 and the descriptions thereof). 
Since Brenner et al. and Graves et al. are both from the same filed of endeavor, the 
purpose disclosed by Brenner et al. would have been well recognized in the pertinent 
field of Graves et al. 

Accordingly, it would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to modify the system of Graves et al. to play the horse 
racetrack wagering (to select a particular racetrack, a particular...), as taught by Brenner 
et al., for the purpose of providing the user with the interactive wagering systems and 
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related processes for off-track horse racing wagering in which a user terminal provides 
racing odds, pools, handicapping information, and other racing data. 

- As for Claim 30: the modified method of Graves et al. further discloses the invention 
including providing the user with an opportunity to select the amount of the wager and 
the wager type (as taught by both Graves et al. and Brenner et al., see Supra). 

As for Claim 31 : the modified method of Graves et al. further discloses the 
invention including providing the user with an opportunity to select multiple horses 
using the wagering application; and automatically placing a wagers for each horse 
when it is determined that the horse is to run in a particular race (see Supra Claim 
16 for the Graves et al.'s multiple wagering and Brenner et al. for selecting the 
particular horse in the particular race). 

As for Claim 32: 

Graves et al. discloses an interactive wagering system, comprising: 
user equipment configured to: 

select desired wagering criteria (col. 4, lines 17-42; col. 4, line 55 - col. 5, line 21 ; 

col. 6, line 58 - col. 7, line 4; see Fig. 1); 

determine whether a desired wagering opportunity exists; and 

automatically take a particular action (automatically placing a wager) whenever the 

. r . , automatically provide a notification to the user that the horse 
wagering criteria are satisfied/ 
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is to run in the at least one race and place a wager for the given horse in response to 

determining that the given horse is to run in the at least one race, „ 

(see Supra and Figs. 1- 

4, in this case, the notification is represented by automatic wagering since when this 
occurs, the user knows that the wagering opportunity exists since wagering can not 
occur if the opportunity does not exist and also in Col. 6, line 58-Col. 7, line 4, providing 
free samples of the game). 

receive racing data about a plurality of races, (Col. 4, lines 55-55, fetches and sends 
directory and schedule of all available games to the client);.. 

However, Graves et al. does not expressly disclose the invention that allows the user to 
select a given horse and place a wager for the horse in a particular race or determining 
if the given horse is to run in at least one race by comparing at least a portion of the 
received racing data to an identification of the given horse. 

Brenner et al. teaches, for a interactive wagering system for horse racing games, that 
the system allows the user to select a particular racetrack, a particular horse; to search 
for a desired horse with a remote control; to select a particular jockey, a particular 
trainer, a particular track surface, a particular race distance, a particular racing statistics, 
and a particular silk color; and to wager by odds for a horse change from that horse's 
morning line odds (see Figs. 3,, 5, 8-28, 36-50 and the descriptions thereof). 
Since Brenner et al. and Graves et al. are both from the same filed of endeavor, the 
purpose disclosed by Brenner et al. would have been well recognized in the pertinent 
field of Graves et al.. 

Accordingly, it would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to modify the system of Graves et al. to play the horse 
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racetrack wagering (to select a particular racetrack, a particular...), as taught by Brenner 
et al., for the purpose of providing the user with the interactive wagering systems and 
related processes for off-track horse racing wagering in which a user terminal provides 
racing odds, pools, handicapping information, and other racing data. 

As for Claim 33: the modified system of Graves et al. further discloses the system 
including user computer equipment separate from the user television equipment, 
wherein the wagering application notifies the user at the user computer equipment by e- 
mail (see Supra pertinent Claims). 

As for Claim 34: 

Graves et al. disclose a computer-readable medium comprising instructions for: 
allowing a user to select desired wagering criteria (col. 4, lines 17-42; col. 4, line 55 - 
col. 5, line 21; col. 6, line 58 - col. 7, line 4; see Fig. 1); 

receiving racing data about a plurality of races, (Col. 4, lines 55-55, fetches and 

sends directory and schedule of all available games to the client); 

determining whether a desired wagering opportunity exists by comparing at least 
a portion of the received racing data to the wagering criteria, (Col. 4, line 55-Col. 5, line- 
18, when client requests that he wants to purchase a chance, information accumulated 
into a Player Preference File, and used to customize information likely to be of value for 
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client making wagers/deciding if results of game correlate with recorded cards/proxy 
machine makes decisions on how to wager based on information in Player Preference 
File); and 

automatically taking a particular action (automatically placing a wager) in 
response to determining that a desired wagering opportunity exist, wherein the 
particular action comprises at least providing a notification to the user that the desired 
wagering opportunity exists, (see Supra and Figs. 1-4, in this case, the notification is 
represented by automatic wagering since when this occurs, the user knows that the 
wagering opportunity exists since wagering can not occur if the opportunity does not 
exist and also in Col. 6, line 58-Col. 7, line 4, providing free samples of the game). 

- As for Claim 35: Graves et al. further discloses the medium including using the 
application to provide the user with an opportunity to select which particular action is 
taken whenever the wagering criteria are satisfied (Id.); 

- As for Claim 36: Graves et al. further discloses the medium wherein the medium is 
used with user television equipment (see Supra); 

- As for Claim 47: Graves et al. further discloses the medium including providing the 
user with an opportunity to select whether the action taken involves the automatic 
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placing of a wager (col. 4, lines 17-42; col. 4, line 55 - col. 5, line 21; col. 6, line 58 - col. 
7, line 4); 

- As for Claim 48: Graves et al. further discloses the medium, wherein the action taken 
involves the automatic placing of a wager, the medium further including providing the 
user with an opportunity to select a wager amount and amount type (Id.); 

- As for Claim 49: Graves et al. further discloses the medium wherein there are multiple 
sets of wagering criteria established by the user, each with an associated action to be 
taken (col. 2, lines 39-43, playing multiple games), the medium further including 
providing the user with an opportunity to select a different wager amount and wager 
type for each of the multiple sets of wagering criteria (col. 2, line 63 - col. 3, line 7); 

- As for Claim 50: Graves et al. further discloses the medium including providing 
different user interfaces with the wagering application for selecting different types of 
wagering criteria (Id.); 

- As for Claims 52, 54-58: 

The modified medium of Graves et al. further discloses the invention including: 
notifying the user by displaying a partial-screen overlay message on top of a screen 
(col. 2, lines 43-46 of Brenner et al.) - Claim 52; 

notifying the user via a wireless message (col. 7, lines 35-38 of Brenner et al.) - Claim 
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54; 

notifying the user that the wagering criteria have been satisfied by displaying a message 
on the TV (col. 1, lines 13-15 of Brenner et al.) - Claim 55; 

providing a display screen containing a summary of which types of wagering criteria 
have been established (col. 3, lines 15-18 of Brenner et al.) - Claim 56; 
wherein the summary includes information on wager amounts and wager types that the 
user has established for use whenever various sets of wagering criteria are satisfied 
(col. 2, lines 47-53 of Brenner et al.) - Claim 57; and 

wherein the summary includes information on wager amounts and wager types that the 
user has established for use whenever various sets of wagering criteria are satisfied 
(col. 2, lines 47-53 of Brenner et al.) - Claim 58. 

- As for Claim 53: Graves et al. further discloses the medium including notifying the user 
that the wagering criteria have been satisfied using an e-mail (col. 6, lines 22- 41); 

- As for Claim 59: Graves et al. further discloses the medium including using the 
wagering application to limit automatic wagering based on monetary wagering limits 
(see Fig. 3 and the description thereof); and 

- As for Claim 60: Graves et al. further discloses the medium including providing 

the user with an opportunity to select a desired monetary wagering limit; and using the 
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wagering application to limit automatic wagering based on the monetary wagering limit 
(Id.). 

-As for claims 62, 66, Graves discloses: 

allowing the user to place a wager on the desired wagering opportunity in response 
to providing the notification, (Col. 6, line 58-Col. 7, line 4, after providing free samples of the 
game, determining if client wishes to play a game that requires dynamic responses). 
-As for claims 63, 67, Graves discloses: 

wherein providing a notification to the user that the desired wagering opportunity 

exists comprises automatically providing the notification at substantially the same time that 

it is determined that the desired wagering opportunity exists, , „ ,_. , , ^ , 

( See Supra, Fig. 1, and Col. 

6, line 58-Col. 7, line 4 y 

-As for claim 64, the modified Graves discloses: wherein providing a notification to the user 

that the horse is to run comprises automatically providing the notification at substantially the 

same time that it is determined that the given horse is to run in the at least one race, ( n 

See 

Supra, Fig. 1, and Col. 6, line 58-Col. 7, line 4 y 
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-As for claim 64, the modified Graves discloses: wherein the user television equipment is 
configured to provide the notification to the user that the horse is to run at substantially the 
same time that it is determined that the given horse is to run in the at least one race, (col. 3, 
lines 41-42, television screen used to display receipt). 

5. Claims 28 and 61 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Graves et al., and further in view of Brenner et al. (US 6,099,409), as applied to 
Claims 1 and 34 above, and further in view of Hedges et al. (US 4,467,424). 

As per claims 28 and 61 , Graves et al. discloses the invention as cited earlier, but does 
not specifically disclose the invention comprising: 

using the wagering application to provide the user with an opportunity to select an 
expiration time for automatic wagering. 

Hedges et al. is cited to show that there is an expiration time to enter a bet. 

It would have been obvious at the time the invention was made to a person 

having ordinary skill in the art to modify the invention of Graves et al. such that the user 

can select an expiration time for automatic wagering, as taught by Hedges et al., for the 

purpose of reminding the user of the remaining time and providing the user with the 

opportunity to change or cancel the wagering. 
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Response to Arguments 

6. Applicant's arguments filed 1 1/18/08 have been fully considered but they are not 
persuasive. 

Applicant argues that prior art does not disclose determining whether a desired 
wagering opportunity exists by comparing received racing data to desired wagering 
criteria or providing a notification to the user in response to determining that a desired a 
wagering opportunity exists or a selected horse is about to run in a race. Applicant 
argues that that although Graves' proxy playing machine may make some 
strategic decisions on behalf of the player while the machine is playing a game, and that 
various summary and reporting notifications may be sent to the player in Graves, 
according to applicant, these notifications only include replicas of the game cards 
actually in play or the results of the game. However, examiner maintains her position. 
As discussed previously, and above in the rejection, col. 4, lines 17-42; col. 4, line 55- 
col. 5, line 21 ; col. 6, line 58 - col. 7, line 30 of Graves describes that when a client 
requests that he wants to purchase a chance, information is accumulated into a Player 
Preference File, and used to customize information likely to be of value for client making 
wagers. These passages also shows deciding if results of game correlate with recorded 
cards, and that the proxy machine makes decisions on how to wager based on 
information in Player Preference File, and automatic wagering takes place, and also the 
ability to automatically make strategic game play decisions based on one or more of the 
criteria available. Since the proxy machine makes decisions on how to wager based on 
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information in Player Preference File in Graves, and also the ability to automatically 
make strategic game play decisions based on one or more of the criteria available, 
Graves therefore suggests determining whether a desired wagering opportunity exists 
by comparing received racing data to desired wagering criteria. In addition, the 
notification is represented by automatic wagering since when this occurs, the user 
knows that the wagering opportunity exists since wagering is actually being 
implemented. Furthermore, as shown in Col. 6, line 58-Col. 7, line 4, free samples of 
the game are provided, which also represents notification since the free samples 
informs a user that wagering opportunities are available for those particular games. 



Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Akiba K Robinson-Boyce whose telephone number is 
571-272-6734. The examiner can normally be reached on Monday-Friday 9am-5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Hayes can be reached on 571-272-6708. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
Information regarding the status of an application may be obtained from the 
•Patent Application Information Retrieval (PAIR) system, Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
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have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-305- 
3900. 

A. R. B. 
April 13, 2009 



/Akiba K Robinson-Boyce/ 
Primary Examiner, Art Unit 3628 



